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- The MAILING DA TE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) z15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E<] Claim(s) 7-75 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)M AH b)D Some * c)D None of: 

1 .ED Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) PI Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) H Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date 7/23/03 . 



4) Q Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) " 



Notice of Informal Patent Application (PTO-1 52) 



6) U Other: 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7*05) 



Office Action Summary 



Part of Paper No./Mail Date 20060609 



Application/Control Number: 10/624,671 Page 2 

Art Unit: 1745 

DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group I, drawn to an electrolyte composition 
for batteries drawn to class 429, subclass 309, in the reply filed on August 3 2006 is 
acknowledged. The traversal is on the ground(s) that Applicant submits that a search of 
all the claims would not impose a serious burden on the Office and that the Examiner 
has not given adequate reason or examples have been provided to support a 
conclusion of patentable distinctiveness between the identified groups. This is not 
found persuasive because the Examiner has provided sufficient reason for the 
distinction of invention. MPEP 806.05(f) states if the Examiner can prove that the 
product as claimed could be made by another and materially different process. 
Specifically the Applicant has admitted there are three independent processes used to 
make the product of Group I. Further, there is burden to the Examiner to prosecute the 
two Groups because the groups belong to different classes 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Objections 

2. Claim 15 is objected to under 37 CFR 1.75(c) as being in improper form because 
a multiple dependent claim cannot depend from any other multiple dependent claim. 
See MPEP § 608.01 (n). Accordingly, the claim has not been further treated on the 
merits. 
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Claim Rejections - 35 USC §112 



3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1, 7, 10, 13, 15 and 20 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

The claims are generally narrative and indefinite, failing to conform to current 
U.S. practice. They appear to be a literal translation into English from a foreign 
document and are replete with grammatical and idiomatic errors. There are no spaces 
in between some words. Please revise. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1, 2, 5, 8-15 are rejected under 35 U.S.C. 102(b) as being anticipated by 



Ventura et al. (US Patent 6,015,638). 
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In regards to claims 1, 5, 11 and 12, the Ventura et al. reference discloses a 
liquid electrolytic film (Column 12, Lines 53-55) product with the following formula: 

0 



Where Y has the same structure as the above formula (Table 1 shows cross linked 
components) and R is hydrogen or an alkyl group (Column 4 and 5, Lines 60-67 and 
Lines 1-3 respectively). 

In regards to claims 8, 9 and 10, the Ventura et al. reference teaches these 
plasticizers are formed from lithium or sodium salts (e.g. lithium thiocyanate) in diethyl 
carbonate solvent (Column 11, Lines 7-13). 

In regards to claim 13, the Ventura et al. reference discloses an electrolytic film 
for a battery made of polyolefin (polypropylene) as a strengthening material (Column 12, 
Lines 53-59) 



"Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe , 777 F. 2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). Since, the 



— Y— CH 2 — CH — CH— R 




It is noted that claims 1, 2, 14 and 15 are product-by-process claims. 
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electrolyte product structure of Ventura et al. is similar to that of the Applicant's, 
Applicant's process is not given patentable weight in this claim. 
7. Claims 1-12, 14, 15 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yoshida et al (US Patent 6,949,317). 

In regards to claims 1, 5, 11 and 12, the Yoshida et al. reference discloses a gel 
(wet) electrolytic film (Column 37, Lines 55-65) product with the following formula: 



Where Y has the same structure as the above formula with a hydrogen R group 
(Column 7 shows cross linked components). 

In regards to claims 2-4, 6 and 7, the Yoshida et al. reference discloses a glycidol 
derivative (Column 21, Line 15) that is cross linked with and epoxy group- bearing 
compounds with alcohol, carboxylic acid or phenol (Column 21, Lines 42-45). The 
Yoshida et al. reference teaches that the epoxy-bearing compound include a compound 
having two or more epoxy groups on the molecule. Acrylic acid (Column 9, Lines 47-51) 
or a glycidyl acrylate (Column 23, Lines 14-15) can also be added to the electrolyte. It is 
well known in the art if an electrolyte consist of compounds described above are mixed 
the product results in compounds with general formulas: 



0 



— Y— CH 2 — CH — CH— R 
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In regards to claims 8, 9 and 10, the Ventura et al. reference teaches electrolyte 
ammonium salts (e.g. lithium perchlorate) (Column 7, Lines 51-56) in a methyl ethyl 
carbonate solvent (Column 9, Line 11). 

It is noted that claims 1, 2 and 14, 15 are product-by-process claims. 
"Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
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Thorpe . 777 F. 2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). Since, the 
electrolyte product structure of Yoshida et al. is similar to that of the Applicant's, 
Applicant's process is not given patentable weight in this claim. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Helen O. Chu whose telephone number is (571) 272- 
5162. The examiner can normally be reached on Monday-Friday 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on (571) 272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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PATRICK JOSEPH RYAN 
SUPERVISORY PATENT EXAMINER 

HOC 



